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Status 
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2a)n This action is FINAL. 2b)|EI This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) ^ Claim(s) 1 and 5-55 is/are pending in the application. 
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5) 0 Claim(s) is/are allowed. 

6) n Claim(s) is/are rejected. 

?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) 1.5-19 and 51-55 are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

1 0)^ The drawing(s) filed on 30 December 2005 is/are: a)^ accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 

3.IEI Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Pending Qaims 

Claims 1 and 5-55 are pending. 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 

has been timely paid, the finaUty of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on December 30, 2010 has been entered. 

Election/Restrictions 

2. Applicant's election without traverse of: 

• Group I (claims 1, 5-19, & 51-53; and newly added claims 54 & 55); 

• The phenol resin of formula (3); and 

• The epoxy resin of formula (1 1) in the reply filed on January 4, 2010 is acknowledged. 

3 . Claims 20-50 remain withdrawn from further consideration pursuant to 37 CFR 1 . 1 42(b) 
as being drawn to nonelected inventions, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on January 4, 2010. 

4. The amendment entered with the request for continued exainination on December 30, 
2010 has necessitated a new species election requirement. Specifically, the previously elected 
phenol of formula (3) has been omitted from new claims 54 & 55; and the previously elected 
epoxy resin of formula (11) has been deleted from claim 1 and omitted from new claim 55. 
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Accordingly, the previous species election requirement (mailed December 4, 2009) has been 
withdrawn. 

5. The elected invention of this application contains claims directed to more than one 
species of the generic invention. These species are deemed to lack unity of invention because 
they are not so linked as to form a single general inventive concept under PCT Rule 13.1. 
The species are as follows: 

• For the curing agent, Applicant is required to elect one of the following species of phenol 
resin: 

o Phenol resin of Formula (3) (wherein 10<n<75) - see claim 1; 
o Phenol resin of Formula (4) (wherein 10<n<75) - see claims 1, 54 & 55; 
o Phenol resin of Formula (5) (wherein 10<n<75) - see claims 1, 54 & 55; 
o Phenol resin of Formula (6) (wherein 10<n<75) - see claims 1, 54 & 55; 

o Phenol resin of Formula (7) (wherein 10<(m+m ')<75) - see claims 1, 54 & 55; 
o Phenol resin of Formula (8) (wherein 10<(m+m ')<75) - see claims 1, 54 & 55; 

• For the epoxy resin, Applicant is required to elect one of the following species of epoxy 
resin: 

o Epoxy resin of Formula (11) (wherein 0<ri<10) - see claim 54; 
o Epoxy resin of Formula (12) (wherein 0^<10) - see claims 1, 54 & 55; 
o Epoxy resin of Formula (13) (wherein 0<ri<10) - see claims 1, 54 & 55; 
o Epoxy resin of Formula (14) (wherein 0<ri<10) - see claims 1, 54 & 55; 
o Epoxy resin of Formula (15)* (wherein l<(m+m ')<10) - see claims 1, 54 & 55; 
■ Note* it appears that this structure should feature and epoxy group - not a hydroxyl 
group. 
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o Epoxy resin of Formula (16) (wherein l<(m+m ')<10) - see claims 1, 54 & 55. 
Applicant is required, in reply to this action, to elect a single species of curing agent and 
a single species of epoxy resin. The claims shall be restricted to these elected species if no 
generic claim is finally held to be allowable. The reply must also identify the claims readable on 
the elected species, including any claims subsequently added. An argument that a claim is 
allowable or that all claims are generic is considered non-responsive unless accompanied by an 
election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP 
§ 809.02(a). 

6. The claims are deemed to correspond to the species listed above in the following manner: 

• Phenol resin species (3) is present in claims 1, 5-19, and 51-53. 

• Phenol resin species (4)-(8) are present in claims 1, 5-19, and 51-55. 

• Epoxy resin species (1 1) is present in claims 54 and 17-19. 

• Epoxy resin species (12)-(16) are present in claims 1, 5-19, and 51-55. 

No claims of the elected invention are generic with respect to the list of phenol resin species. 
No claims of the elected invention are generic with respect to the list of epoxy resin species. 

7. The species listed above do not relate to a single general inventive concept under PCT 
Rule 13.1 because, under PCT Rule 13.2, the species lack the same or corresponding special 
technical features for the following reasons: each of the phenol resin species and the epoxy resin 
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species are structurally distinct materials. Each distinct structure provides a distinct set of 
properties. Furthermore, there is nothing of record suggesting that they are obvious variations of 
one another. 

8. Applicant is advised that the reply to this requirement to be complete must include (i) an 
election of a species to be examined even though the requirement may be traversed (37 CFR 
1.143) and (ii) identification of the claims encompassing the elected invention. 

The election of species may be made with or without traverse. To preserve a right to 
petition, the election must be made with traverse. If the reply does not distinctly and specifically 
point out supposed errors in the restriction requirement, the election shall be treated as an 
election without traverse. 

9. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee requked under 37 CFR 1.17(i). 

Response to Amendment 

10. The rejection of Claims 1, 6, 8-19, and 51-53, based on flie previously elected species, 
under 35 U.S.C. 103(a) as being unpatentable over Kiuchi et al. (WO 01/42360 Al or US Pat. 
No. 6,730,402 B2 or US 2003/0152776 Al) has been overcome by amendment. 

1 1 . The rejection of claim 5, based on the previously elected species, under 35 U.S.C. 103(a) 
as being unpatentable over Kiuchi et al. (WO 01/42360 Al or US Pat. No. 6,730,402 B2 or US 
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2003/0152776 Al) in view of Nakamura et al. (US Pat. No. 6,645,630) has been overcome by 
amendment. 

12. The rejection of claim 7, based on the previously elected species, under 35 U.S.C. 103(a) 
as being unpatentable over Kiuchi et al. (WO 01/42360 Al or US Pat. No. 6,730,402 B2 or US 
2003/0152776 Al) in view of Takada et al. (JP 2002-241590) has been overcome by 
amendment. 

13. The rejection of claims 1, 6, 8-19, and 51-53, based on the previously elected species, on 
the ground of nonstatutory obviousness-type double patenting as being unpatentable over the 
combined limitations of claims 27-29, 36-39, 58-66, and 69 of U.S. Patent No. 6,730,402 has 
been overcome by amendment. 

14. The rejection of claim 5, based on the previously elected species, on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over the combined 
limitations of claims 27-29, 36-39, 58-66, and 69 of U.S. Patent No. 6,730,402 in view of 
Nakamura et al. (US Pat. No. 6,645,630) has been overcome by amendment. 

15. The rejection of claim 7, based on the previously elected species, on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over the combined 
limitations of claims 27-29, 36-39, 58-66, and 69 of U.S. Patent No. 6,730,402 in view of Takada 
et al. (JP 2002-241590) has been overcome by amendment. 
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Communication 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Feely whose telephone number is (571)272-1086. The 
examiner can normally be reached on M-F 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Y. Pyon can be reached on 571-272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael J Feely/ 

Primary Examiner, Art Unit 1761 

March 3, 2011 



